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fiEMARKS 

Applicant graciously appreciates the Office's attention to the instant 
application. In view of the following remarks, Applicant respectfully requests 
reconsWeration and allowance of the subject application. This amendment* 
5 believed to be fully responsive to ail issues raised In the January 4, 2005 Office 
Action. 

p ^ti^ns under " « r. S1 12. 1T2 

The Office rejected claims 2 and 3 under 35 U.S.C. §112, H2 as being 
10 indefinite. In particular, the Office states that the term "the file" in line 1 of claim 

2 lacks sufficient antecedent basis. Applicant disagrees. The body of dam 1 
recites "a file" and "an additional file". Thus, Applicant respectfully submits that 
-a file" of claim 1 , is 'the file" of claim 2 and that the same logic pertains to claim 

3 For further clarity, however, Applicant has amended the preamble of claim 1 
15 to delete reference to "a file". Applicant submits that this amendment does not 

narrow the scope of daim 1 and that it is not made with respect to any 
reference for a reason related to patentability, 

r ni r ^ ..«ht*« U.S.C. 810?thY Yan fllB PN 6,003,065) 
20 The Office rejected claims 1,4-7, 9-13, and 16-19 as being anticipated 

by Yan et al. (USPN 6,003,065, referred to as the Yan reference) under 35 
U.S.C. §1 02(b). 

Claims 1, 4-7 and 9-12 
25 Claim 1 recites in part: 'executing the applet on the client to thereby 

cause searching for an additional file' and "communicating the additional file to 

the served Applicant submits that the Yan reference does not disclose such 

searching and communicating. 

Under 35 U.S.C. §102(b) "a claim is anticipated only if each and every 
30 element as set forth In the claim is found, either expressly or inherently 

described, in a single prior art reference" (MPEP §2131 ). Further, to properly 
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reject a claim as anticipated, a reference "must enabie one skilled in the art to 
make and use the apparatus or method". Rnrl ^n Instn.m^ Inc.v.LKB 
Produktur AB, 892 F.2d 1547, 1551 (Fed. Cir. 1989). 

bussed below, in response to the 35 U.S.C. §103 rejection, the 

5 van reference pertains to a solution to obviate the need for device drivers (see, 
eg col 9, lines 59-61). To accomplish this task, the Yan reference discloses 
use of specialized applications. However, such special** application do not 
execute on a client to thereby cause searching for an additional file and 
communication of the additional file to a server, as recited in claim 1. 

10 in support of the 102 rejection, the Office cites column 23. line 66 to 

column 24, line 4 for the proposition that the Yan reference discloses the 
searching of claim 1 . At column 23, line 62 to column 23, line 12, the Yan 

reference states: 

At a predetermined time period, an application running on a host 
computer can download applications, or applets, into each peripheral 
SS and gather very detailed information on 
oDeration. The peripheral device, such as a pnnter can execute ^he 
Stand delete what areas of the peripheral device need repa.r 
oTare 'dose to being depleted. Next, the peripheral device can 
establish a bidirectional communication link to provide ste^s^ the 
peripheral device. If the peripheral device is a pnnter Mb »nfo™at,on 
may include information on the amount of paper ava, able amount of 
toner, time remaining before a service, or cleaning. Using this 
□formation, the apportion running on the host can determ ne which 
oeriDheral device should be used and which peripheral device should 
% ; bt uledTnTother aspect, these applications are advantageous 
because a single vendor can develop one application which 
interoperates with all peripheral devices haying a virtual machine 
instruction processor and adhering to teachings provided by the 
30 present invention. 

Yan reference at col. 22, line 62 to col. 23, line 12. 

Applicant submits that there is no evidence in this segment of the Yan 
35 reference that discloses or suggests searching for an additional file as 

presented in claim 1 . In particular, "gathering very detailed information on the 
peripheral device operation" (where operation pertains to repair, amount of 
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paper available, amount of toner, time remaining before a service or cleaning), 

does not equate to searching for an additional file. 

While the Yan reference discloses calls such as "GetPictureO" and 

"GetFilesO" (col. 18. lines 12 and 18, respectively), these system calls are for 
5 use by a peripheral device in relationship to another peripheral device. Thus, 

the Yan reference does not disclose "executing the applet on the cl.ent to 

thereby cause searching for an additional file" and -communicating the 

additional file to the server", as recited In claim 1. 

Claims 4-7 and 9-12 depend on claim 1 and are believed patenable over 
10 the Yan reference for at least the same reasons as claim 1 . 

Claims 13 and 16-19 

Claim 1 recites in part: -executing the applet on the client to thereby 
cause searching for an additional file', "communicating the additional file to the 
15 server and "configuring the server using at least the additional file'. Applicant 
submits that the Yan reference does not disclose such searching, 
communicating and configuring. As to the searching and communicating. 
Applicant refers the Office to the response above for claims 1 . 4-7 and 9-12. 

The Office states that the Yan reference discloses "configuring the server 
20 using at least the additional file" at column 23, lines 58-65 or columns 23 and 
24, lines 66-67 and 1-4 (OA at page 4). The latter section appears above and 
has been discussed. The former section, column 23, lines 58-65, states: 
For example, an applet could be downloaded into a printer peripheral 
device which causes the printer device to use a TimesRoman font, 
25 print landscape, and use papers initially from tray 1 . This self- 

configuring option would speed up initial pnnter configuration 
signiftoantly and allow for printer devices to be relocated on a network 
with minimal impact on the user community. 

30 Yan reference at col. 23. lines 58-65. 

As the Yan reference aims to obviate the need for device drivers, it is not 
surprising that it discloses "self-configuring" or peripheral devices. Applicant 
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submits that this evidence does not support configuring of a server as recited in 
claim 1 3. Thus. Applicant submrts that claim 1 3 is patentable over the Yan 
reference. 

Claims 16-19 depend on claim 13 and are believed patenable over the 
5 Yan reference for at least the same reasons as claim 13. 

Pnjrrth ~ M , i ftC S102(hV Adnlf^on fl ISPN 6,092,078} 

The Office rejected claims 21-24 as being anticipated by Adolfsson 
(USPN 6.092,078, referred to as the Adolfsson reference) under 35 U.S.C. 

10 §1 02(b). . 

Claim 21 . as currently amended, recites: A method for configuring a Web 

server comprising: 

communicating a file from a client to the server, the file containing 

information; 

1 5 generating an applet based on the information; 

communicating the applet from the server to the client; 

executing the applet on the client to thereby cause searching byjbe 
client for an additional file; 

communicating the additional file to the server; and 
20 configuring the Web server using at least the additional file. 

Applicant submits the the Adolfsson reference does not disclose 'executing the 
eppiet on the client to thereby cause searching by the client for an additional 
fffe'as recited in claim 21. At col. 5, lines 12-20. the Adolfsson reference 

25 discloses a network enabling input output device (NEIOD), which is a server 
that searches "for data providing means 3204-3210 that have a connection to 
if. Also, at col. 4, lines 19-40. the Adolfsson reference discloses a browser that 
executes an applet 3108 that sends a request to the NEIOD 3106, which is a 
server. As such, the Adolfsson reference does not disclose the searching by 

30 the client of claim 21. 
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Claims 22-24 depend on claim 21 and are believed unanticipated by the 

Adolf sson reference for at least the same reasons as claim 21 . 



5 



ranralled C '*img and New Claim 

Claims 25-32 are cancelled. Claim 33 is new 



p ortions und °r ™ ' ' SC. 6103(a) 

The Office rejected claims 2, 3, 8. 14, 15 and 20 as being unpatentable 
under 35 U.S.C. §1 03(a) over Yan et al. (USPN 6,003,065, referred to as the 

10 Yan reference) in view of Brother ("Mass Deploying Windows Drivers in 

Windows 2000", referred to as the Brother reference). Applicant disagrees and 
submits that the Office has failed to make a prima fade case of obviousness. In 
particular, as discussed below, the Yan reference presents a solution that a.ms 
to alleviate the need for device drivers. Therefore, one of ordinary skill in the art 

1 5 would not be motivated to uncover and read a document pertaining to printer 
drivers (i.e.. the Brother reference). As such, there is Insufficient objective 
evidence of record that would suggest or motivate one of ordinary skill in the art 
to combine the teachings of the Yan reference and the Brother reference. 

The Office's burden under 35 U.S.C. §103(a) Is set forth in the M.P.E.P.. 

20 which states: 

To establish a prima facie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 

25 combine reference teachings. Second, there must be a reasonable 

expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art. 

30 and not based on applicant's disclosure. jnreVaeck, 947 F.2d 488. 20 

USPQ2d 1438 (Fed. Cir. 1991). 
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MP ' e As § st 2 aled in inreLee, 61 USPQ.2d 1430, 1433, 1434 (Fed. Cir. 2002), 
-the factual inquiry whether to combine references must be thorough and 
searching" and based on objective evidence of record (Internal crtafons 
5 omitted). Further.itisimpropertocombinereferenceswherethereferences 

teach away from their combination. 

Applicant respectfully submits that the record lacks objective evidence 
sufficient to support a prima facie case of obviousness. In particular, the Yan 
reference teaches away from combination with the Brother reference. The Yan 
1 o reference addresses limitations of systems that use device drivers and solves 
this problem by "obviating" the need for device drivers. Consider the followmg 

excerpts from the Yan reference: 

This [a single printer management application] would enable a user to , 
. rlrrt ^ hPst suited for th* print job rather than the print er 

1 5 — r*™« ™ th the * **** device drivers " (coL 3 ' ,ines 39-41 ' emphaSiS 

added); 

"Applications written to work with one brand and make of peripheral 
device should also be able to function with another brand and make of a 
peripheral device tn fl rij n9 new drivers, new software, or new versions" 

20 (col. 5, lines 6-1 0, emphasis added); 

This [peripheral API 288] ^i fl te* the need to support different deyjce 
fnr -eh af T ^inn and/or o neratlno system combination" (col. 9, lines 

59-61, emphasis added); and 

Tor example, a user who wants to print a particular graphic format file 
25 such as a JPEG file on a printer does not have tP use a driver to convert the 
JPEG file into the format prescribed by the printer such as PostScript" (col. 22, 

lines 25-29, emphasis added). 

Thus, Applicant submits that one of ordinary skill in the art would not be 
motivated to combine the Brother reference with the teachings of the Yan 
30 reference when seeking to deploy drivers. Indeed, Applicant submits that the 
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Yan reference is evidence of unobviousness of the subject matter of claims 2, 
3, 8, 14, 15 and 20. 
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n«im«9,a. 14 and 15 

Claims 2, 3, 14 and 1 5 recite an "INF file". The instant Specrficat,on at 
page 8 lines 2-3 states: "Usually, a vendor supplies an INF file that installs 
vendor files related to a vendor's device." Indeed, INF files are typically 
associated with vendor devices and often used In installation of drrvers for the 
vendor's devices. 

At page 7 of the Office Action, the Office states that the Yan reference 
fails to disclose that the file comprises an INF file". Applicant agrees and 
submits that, as the Yan reference aims to "obviate" the need for device drivers, 
it is not surprising that the Yan reference fails to mention INF files. For at least 
the reasons stated above, Applicant submits that claims 2, 3, 14 and 15 are 
unobvious over the Yan reference in view of the Brother reference. 

Claims 8 and 20 

Claims 8 and 20 recite "searching a CD in a CD-ROM drive". The .nstant 
Specificatton states at page 10, lines 13-14: -Note that the CD-ROM drive 352 
also includes files 372, which are germane to configuration of the server 302. 
Indeed, files germane to configuration of a server are often provided by a 

vendor embodied on a CD. 

At page 7 of the Office Action, the Office states that the Yan reference 
fails to disclose searching a CD in a CD-ROM drive. Applicant agrees and 
submits that it is not surprising that the Yen reference falls to mention such 
searching as is associated with, for example, files for device drivers. For at 
least the reasons stated above. Applicant submits that claims 8 and 20 are 
unobvious over the Yan reference in view of the Brother reference. 



30 
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Conclusion 

Claims 1-24 and 33 are pending and believed to be in condition for 
allowance. Applicant respectfully requests reconsideration and prompt 
issuance of the present application. Should any issue remain that prevents 
immediate issuance of the application, the Examiner is encouraged to contact 
the undersigned attorney to discuss the unresolved issue. 



Respectfully Submitted, 

Lee & Hayes, PLLC 

421 W. Riverside Avenue, Suite 500 

Spokane, WA 99201 
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Dated 





20 



Name: Brian J. Pangrle 
Reg. No. 42,973 

Phone No. (509) 324-9256 ext. 231 
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